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Alexandria, VA 223 1 3-1450 

Dear Sir/Madam; 

This submission is in response to a second Notification of Non-Compliant Appeal 
Brief, dated September 1 1, 2006. This is an appeal from an Office Action dated January 4, 2006 
in which claims 1-4, S', 14 and 17 were finally rejected and claims 5-8 and 10-13 were objected 
to. 

Oral Hearing 

Applicant does not request an Oral Hearing of the Appeal in this application. 

Real Party in Interest 
The re; il party in interest is Auburn Consolidated Industries, Inc. , who is the owner of 
the entire right, title and interest in the application. 

Related Appeals and Interferences 
There are no known related appeals or interferences which will directly affect or 
directly be affected by or have a bearing on the Boards decision in this appeal. 
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Status of the Claims 

I. Total number of claims in the application . 

Claims in the application are: 1-17 

II. Status pf all the claims . i 

A. Claims canceled: 15-16 

Claims withdrawn but not canceled: none 
Claims pending: 1-14 and 1 7 
Claims allowed: none 
Claims rejected; 1-4, 9, 14 and 17 
Claims objected to: 5-8 and 10-13 
m. Claims on appeal. 

The claims on appeal are: 1-4, 9, 14 and 17. 
States of Amendments 
No Amendment was filed in response to the final office action dated January 4, 2006. 

Summary of Claimed Subject Matter 
The present invention relates to an apparatus (independent claim 1), a method 
(independent claim 9), and a system (independent claim 14) for adjusting the height of a mowing 
deck 30 of a riding mower 20. 

With reference to independent claim 1, one aspect of the present invention provides 
an apparatus for adjusting the height of the mowing deck 30 of the riding mower 20 relative to a 
ground surface, the riding mower 20 having a frame 22 supporting an operator seating area 26 and a 
deck lift system 50, where the mowing deck 30 is supported by the deck lift system 50. The 
apparatus includes a lever 46 pivotally connected to the frame 22 of the mower 20 proximate the 
operator seating area 26, a moveable arm 52 having a first end 72 pivotally connected to the lever 46, 



PAGE 5/32 * RCVD AT 9/2712006 3:15:32 PM [Eastern Daylight Time] * SVR:USPT0-€FXRF-5/1 6 * DNIS:2738300 * CSID:612 573 2005 * DURATION (mm-ss):0(M2 



09/27/2006 14:16 FAX 612 573 2005 



OICKE.BILLIG&CZAJA P. A. 



@ 006/032 



Second Amended Appeal Brief to the Boa rd of Patent Amicals and Interferences 

Applicant: Pat Reich 
SerialNo,: 10/821,026 
Filed: April 8, 2004 
Docket No.: A480.101J01 

Title: RIDING MOWER WTTH DECK HEIGHT ADJUSTMENT 

and a cam wheel 190 iotationally connected to the frame 22 of the mower 20 proximate a shoulder 
179 of the aim 52. The movable aim 52 includes a second end 74 opposite the first end 72, the 
second end 74 operahly connected to the deck lift system 50. The general operation of deck lift 
assembly 50 is depicted in Fig. 6 and is described in the specification on page 11, lines 12-28 
through page 1 2, lines 1 -7. The shoulder 1 79 is generally adjacent the operator seating area 26. The 
shoulder 179 connect:} to and extends generally normal to the arm 52. The cam wheel 1 90 has an 
axis of rotation and *<n outer edge 214 of varying radius r relative to the axis of rotation. The 
shoulder 1 79 contacts a portion of the outer edge 2 14 when the lever 46 is in a first position, and the 
shoulder 179 is spaced from the outer edge 214 when the lever 46 is in a second position. In this 
regard, the mowing d<*>k 30 height above the ground surface is a function of the radius r of the cam 
190 outer edge 214 in contact with the shoulder 179. (See, e.g., Figs. 9 and 1 0, page 14, lines 1 1- 
16). 

With inference to independent claim 9, another aspect of the present invention 
provides a method of adjusting the deck height on a riding mower 20 from a first deck height to a 
second deck height, the riding mower 20 having a frame 22, a deck lift mechanism 50 connected to 
the frame 22, a mowing deck 30 connected to and supported by the deck lift mechanism 50, and an 
operator seating area 26. Reference is made to Fig. 6 and the specification at page 11, lines 12-28 
through page 12, lines 1-7 regarding the following description. The method includes providing a 
lever 46 pivotally connected to the frame 22 proximate to the operator seating area 26, and providing 
a displaceable arm 51 operably connected between the lever 46 and the deck lift system 50, where 
the displaceable aim 52 includes a shoulder 1 79 on the aim 72 between the lever 46 and the deck lift 
system 50. The method additionally includes providing a cam wheel 1 90 rotationally connected to 
the frame 22 near the shoulder 179 of the displaceable arm 52, the cam wheel 190 having an axis of 
rotation, an outer edge 214, and a varying radius r relative to the axis of rotation, where a portion of 
the outer edge 214 contacts the shoulder 179 when the lever 46 is in a first position. The method 

3 
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further includes moving the lever 46 from the first position to a second position, and displacing the 
aim 52 and locating the shoulder 179 away from the outer edge 214 of the cam 190, thereby lifting 
the mowing deck 30 to a raised position. The method still further includes rotating the cam wheel 
1 90 to a position representative of a desired deck height, and moving the lever 46 from the second 
position to the first po sition, thereby displacing the ami 52 and locating the shoulder 1 79 in contact 
with the cam outer edge 214 to lower the mowing deck to the desired height. 

With reference to independent claim 14, another aspect of the present invention 
provides a deck lift system 50 for adjusting the height of a mowing deck 30 of a riding mower 20 
relative to a ground stirfece, the mower 20 having an operator seating area 26 and a frame 22. The 
deck lift system 50 includes a rear rotating assembly 54 rotatably connected to the frame 22 and 
connected to a rear portion of the mowing deck 30, a front rotating assembly 56 rotatably mounted to 
the frame 22 and connected to a front portion of the mowing deck 30, and linking members 58 
connecting the front 56 and rear 54 rotating assemblies. The deck lift system 50 additionally 
includes means for operating the deck lift system 50 to raise and lower the mowing deck 30. The 
means for operating includes a lever 46 pivotally connected to the frame 22 proximate to the 
operator seating area 26, and a displaceable arm 52 having a first end 72 pivotally connected to the 
lever 46 and a second end 74 connected to the rear rotating assembly 54 of the deck lift system 50. 
The deck lift system 50 further includes means operable within the operating means for adjusting the 
height of the mowing deck 30. The means for adjusting the deck height includes a shoulder 179 
connected to the arm ;>2 between the first end 72 and the second end 74, the shoulder 1 79 extending 
normal to a direction of displacement of the displaceable arm 52. and a cam wheel 190 rotationally 
connected to the frame 22 of the mower 20 proximate the shoulder 1 79 of the arm 52. In this regard, 
the cam wheel 1 90 hsis an axis of rotation, an outer edge 214, and a varying radius r relative to the 
axis of rotation, where a portion of the cam outer edge 214 contacts the shoulder 179 when the 
mowing deck 30 is ir. the deck down position, and where the height of the mowing deck 30 above 

4 
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the ground surface in t be deck down position is a function of the radius of the cam outer edge 2 1 4 in 
contact with the shoulder 179. 

Grounds of Rejections to be Reviewed on Appeal 

Whether claims 1, 9 and 14 are unpatentable under 35 U.S.C. § 102(e) as being 
anticipated by Swartzendruber et al. 6,837,032. 

The fo llowing groupings of claims are made solely in the interest of consolidating 
issues and expediting ±is Appeal. No grouping of claims is intended to be nor should be interpreted 
as being any form of sidmission or a statement as to the scope or obviousness of any limitations. 

Group I: Claims 1 and 14 

Group II: Claim 9. 

Argument 

I Independent Claims 1, 9. and 14 are Patentablv Distinct over Swaitzendniber et 

aL.U.S. Pat. No. 6.837,032. 

The Examiner rejected claims 1-4, 9, 14 and 17 under 35 U.S.C. 102(e) as being 
anticipated by Swartzendruber et al. 6,837,032. Because Swartzendruber et al. does not disclose 
a deck height adjusto ent mechanism having a moveable arm and shoulder as defined in claims 1, 
9 and 14, the final rejection cannot be sustained. 

In starug the final rejection, the Examiner asserted that a plate 90 of 
Swartzendruber et al. satisfies the moveable arm and shoulder requirement of the rejected claims. 
However, item 90 is not pivotally connected to the lever and is not a moveable arm as defined in 
the claims. Rather, the deck height adjustment mechanism of Swartzendruber et al. employs a 
lever 62 that is pivotcilly formed as part of plate 44 via a shaft 64. (Swartzendruber et al. Col. 3, 
lines 43-45). A rod 1 9 has one end connected to the lever 62 and the opposite end connected to a 
plate 72. (Col. 3, linos 47-49). Plate 72 in turn is connected to one end of a rockshaft 70. (Fig. 
8). The opposite end of rockshaft 70 connects to a plate 74. (Fig. 8). Plates 72 and 74 are 

5 
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connected by lift links 76 to arms 42 which connect to brackets 40 on the mowing deck 1 8. 
Rotation of lever 62 causes a rotation of plate 72 (due to the connection of rod 69 between lever 
62 and plate 72) and plate 74 (via the connection of rockshaft 70 between plates 72 and 74). 
Deck 18 is raised by depressing pedal 28 attached to an end 60 of lever 62 and is lowered by 
reversing direction of :.ever 62. To maintain the deck height, Swartzendruber et aL disclose a 
plate 90 that is mounts on rockshaft 70 between plates 72 and 74. (Fig. 8, Col 3, lines 58-59). 
Plate 90 is caused to rotate in conjunction with the rotation of rockshaft 70. In the deck down 
position, an edge of plate 90 rests against a height of cut adjuster 118. (Fig, 6, Col. 4, lines 35- 
38). 

£ a Claims 1 and 14 distinguish over Swartzendruber et aL 

Claims 1 and 14 distinguish over Swartzendruber et aL Claim 1 defines a deck 
height adjustment apparatus that comprises a lever that is pivotally connected to the frame of the 
mower. The lever is connected to a first end of a moveable arm. A second end of the moveable 
arm is operably connected to a deck lift system. The moveable arm is also provided with a 
shoulder that is positioned between the first and second ends of the moveable arm. The shoulder 
is connected to and ex tends normal to the arm. A cam wheel is rotationally connected to the 
frame of the mower proximate to the shoulder of the arm. The shoulder engages a portion of the 
outer edge of the cam wheel when the lever is in a first position. A movement of the lever to a 
second position results in the shoulder becoming spaced from the outer edge of the cam wheel. 
The mowing deck height above the ground surface is a function of the radius of the cam outer 
edge in contact with tie shoulder when the lever is in the first position. Claim 14 is similar to 
claim 1 except the deck lift system is defined as comprising a front and a rear rotating assembly 
connected to the mowing deck and the second end of the arm is connected to the rear rotating 
assembly of the deck lift system. 

Plate 90 of Swartzendruber et aL cannot properly be considered an arm as defined 

6 



PAGE 9/32 * RCVD AT 9/2712006 3:15:32 PM [Eastern Daylight Tine] * SVR:USPT0-EFXRF-5/1 6 * DNIS:2738300 * CSID:612 573 2005 * DURATION (mm-ss):06-12 



09/27/2006 14:17 FAX 612 573 2005 



OICKE,BILLIG&CZAJA P. A. 



1010/032 



Second Amended Appeal Br ief to die Board if Patent Appeals and Interferences 
Applicant: Pat Reich 
Serial No.: 10/821,026 
Filed: April 8, 2004 
DocketNo.: A48O.101.10I 

Title: RIDING MOWER "MTH DECK HEIGHT ADJUSTMENT 

in claims 1 and 14. The arm of claims 1 and 14 require that a first end of the arm be connected to 
the lever. Plate 90 does not have a first end connected to lever 62. Plate 90 cooperates with lever 
62 only through a series of connections, i.e., rockshaft 70, plate 74 and rod 69. The only 
component of Swartztmdruber et al. that is connected at one end to lever 62 is rod 69. The 
second end of rod 69 is connected to the lift mechanism 34, i.e., at plate 74. The Examiner's 
characterization that a direct connection of the arm to the lever is irrelevant docs not accord with 
the express connection of one end of the arm to the lever defined in claims 1 and 14. 

Plate 90 further lacks a shoulder as defined in claims 1 and 14. It is the shoulder 
of applicant's claimec invention that engages the cam wheel to maintain a selected height of the 
mowing deck. The shoulder is connected to the arm, but extends normal to the arm. The edge 
of the arm therefore cannot qualify as a shoulder as defined in claims 1 and 14. The arm itself 
does not contact the cam wheel, rather it is a shoulder that extends from the arm that engages the 
cam wheel. Swartzendruber et al. disclose that an edge of a planar plate 90 engages the height of 
cut adjuster 118. The edge of a planar plate cannot properly constitute a structure that extends 
normal to the plate, i.s., a shoulder. Accordingly, Swartzendruber et al. does not disclose an arm 
having a first end connected to the lever with a shoulder on the arm that extends normal to the 
arm for contacting a oam wheel. As such, the rejection of claims 1 and 14 under 35 U.S.C. 
102(e) should not be sustained. 

B. Claim 9 distinguishes over Swartzendruber et al. 
Claim 9 is a method for adjusting the deck height on a riding mower which is an 
analog to claims 1 and 14 in that it comprises the step of providing a displaceable arm operably 
connected between a lever that is pivotally connected to the mower frame and a lift system for 
the mowing deck. Like the arm of claims 1 and 1 4, the arm of claim 9 includes a shoulder on the 
arm that is located between the lever and the deck lift system. According to the method of claim 
9, when the lever is ri a first position, the shoulder of the arm contacts the outer edge of a cam 

7 
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wheel that is rotationally connected to the frame, which thereby sets the desired deck height. 
According to the claimed method, the deck height may be changed by moving the lever from the 
first position to a second position thereby causing a displacement of the arm and a location of the 
shoulder away from the cam outer edge. This results in a raising of the mowing deck. The cam 
wheel is then rotated to select a desired deck height. The lever is then moved back to the first 
position, thereby displacing the arm and locating the shoulder in contact with the cam outer edge 
so as to lower the mo^ving deck to the selected height. 

As disclosed in Applicant's specification, the ami provided to perform the 
claimed method is an elongate metal member that includes a first end and a second end. 
(Specification Page 8. Hnesl-2). The first end of the arm is connected to the lever, and the 
second end of the arm is connected to part of the deck lift system, e.g., the rear shaft assembly 
54. (Specification page 1 1, lines 14-19). The arm passes between the cam wheel 190 and the 
selector wheel 194. (See specification page 13, lines 9-10). The arm itself does not contact the 
cam wheel. As disclosed in the specification, a pivotal movement of the lever causes a linear 
movement of the arm (i.e., the displacement of the arm) and a rotational movement of the deck 
lift system. (Specification page 1 1 , lines 14-1 9). A shoulder is provided on the arm between the 
two ends of the arm ( i.e., between the lever and the deck lift system). (Specification page 12, 
lines 13-16), The shoulder is located to contact the cam wheel mounted on the frame of the 
mower. (Specification page 13, lines 1 1-13). 

The method of claim 9 is not disclosed in Swartzendruber et al. Arguments 
presented relative to claims 1 and 14 have general application to the rejection of claim 9 as well. 
Furthermore, Swartzendruber et al. do not disclose an arm that is operably connected between the 
lever and the deck lift system as defined in the method of claim 9. Properly interpreted, the term 
"operably connected 1 ' must be defined in a manner that reflects the intended purpose of the 
claimed invention. See, e.g., Innova/Pure Water, Inc. v. Safari Water Filtration Systems. Inc., 

8 
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381 F.3dllll, 11 18 (Fed. Cir. 2004) ("[The term 'operatively connected*] is a general 
descriptive term frequently used in patent drafting to reflect a functional relationship between 
claimed components."), A copy of Innova/Pure Water, Inc. is included with this Brief for 
consideration by the Board The operable connection of the arm to the lever and the deck lift 
system defined in claim 9 associates the arm with the lifting and lowering movement of the 
mowing deck. According to claim 9, the mowing deck is lifted when the lever is moved from the 
first position to the seixmd position and the arm is displaced to locate the shoulder away from the 
outer edge of the cam. The arm is thus not a passive component of the lifting operation. This 
intended purpose of the claimed operable connection between the lever, arm and deck lift system 
accords with Applicant's specification discussed infra at page 3. 

In Swartzendruber et aL, however, plate 90, which the Examiner has erroneously 
interpreted to satisfy the arm requirement of claim 9, plays no role in the lifting operation of the 
deck. Rather, Swartzimdruber et al. disclose that the deck lifting process is the result of a 
rotation of lever 62, which causes a rotation of plate 72 (due to the connection of rod 69 between 
lever 62 and plate 72) and plate 74 (via the connection of rockshaft 70 between plates 72 and 74). 
Plates 72 and 74 are connected by lift links 76 to arms 42 which connect to brackets 40 on the 
mowing deck 1 8. Plate 90 merely rotates with rockshaft 70 away from and toward the height of 
cut adjuster 118. Plate 90 serves no purpose in lifting the mowing deck and cannot properly be 
considered to be oper.ibly connected between a lever and a deck lift system. 

In addition, Swart2endruber et al. does not disclose a shoulder that is located on 
the arm so as to be between the lever and the deck lift system. The Examiner has erroneously 
interpreted the edge of plate 90 to satisfy the shoulder requirement of claim 9. A shoulder as 
defined in Applicant* s specification is a structure that is secured to and extends laterally of an 
intermediate portion 76 of arm 52. (Fig. 6, page 12, lines 13-16). The edge of planar plate 90 is 
not such a structure. Further, in that plate 90 does not extend between the lever and the deck lift 

9 
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system, it is erroneous to interpret the edge of plate 90 as a disclosure of a shoulder on an arm 
between the lever and the deck lift system, as required by claim 9. For all of the aforementioned 
reasons, Applicant respectfully submits that the rejection of claim 9 under 35 U.S.C. 102(e) as 
anticipated by Swartz<indruber et al, should be overturned. 

Conclusion 

Swartzendruber et al. does not disclose a deck height adjustment mechanism 
having a moveable arm and shoulder as defined in claims 1, 9 and 14. Accordingly, it is 
respectfully requested that the Board reverse the final rejection of claims 1-4, 9, 14 and 17 and 
direct that the instant application proceed to allowance. 
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Any inquiry reading this Appeal Brief should be directed to John M Weyrauch at 
Telephone No. (612) / 67-251 1 3 Facsimile No. (612) 573-2005. In addition, all correspondence 
should continue to be directed to the following address: 

Dicke, Billig & Czaja 

Fifth Street Towers, Suite 2250 
100 South Fifth Street 
Minneapolis, MN 55402 



CERTIFICATE UNDER 37 C.F.R. 1.8 : The undersigned hereby certifies that this paper or papers, as described 
herein, are being transmitted via facsimile to Facsimile No. (57 1) 273-8300 on this 27* day of September. 2006. 



Respectfully submitted, 

Pat Reich 

By their attorneys, 

DICKE, BILLIG & CZAJA, PLLC 

Telephone: (612) 573-2511 

Facsimile: (612) 573-2005 



Date; S^ptem^g?, 200 6 
JMW: imv 




Reg. No. 37,258 
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Claims Appendix 
[Claims 1-14 and 17 remain pending and are involved in this Appeal] 

1 . An apparatus for adjusting the height of a mowing deck of a riding mower relative to 
a ground surface, the r, ding mower having a frame supporting an operator seating area and a deck lift 
system, wherein the mowing deck is supported by the deck lift system, the apparatus comprising: 

a lever pivotally connected to the frame of the mower proximate the operator 
seating area; 

a moveable arm having a first end pivotally connected to the lever and a second end, 
Opposite the first end, operably connected to the deck lift system, the arm 
comprising a shoulder between the first end and the second end generally 
adjacent the operator seating area, wherein the shoulder connects to and 
extends generally normal to the arm; and 

a cam wheel rotationally connected to the frame of the mower proximate the 
shoulder of the arm, the cam wheel having an axis of rotation and an outer 
edge of varying radius relative to the axis of rotation, wherein the shoulder 
contacts a portion of the outer edge when the lever is in a first position, the 
shoulder is spaced from the outer edge when the lever is in a second position, 
and wherein the mowing deck height above the ground surface is a function 
of the radius of the cam outer edge in contact with the shoulder. 

2. The ap paratus of claim 1 wherein the lever is a foot actuatable lever. 

3 . The apparatus of claim 1 and further comprising a handle connected to the cam wheel, 
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the handle enabling a user to rotate the cam wheel. 

4. The apparatus of claim 3 wherein the cam wheel is fixed on a shaft rotatable by the 
handle, the shaft rotationally connected to the frame of the mower. 

5. The apparatus of claim 4 and further comprising a height selector wheel fixed to the 
rotatable shaft adjacent to the cam wheel, the height selector wheel comprising a plurality of 
circumferential notcbtss, wherein each notch corresponds to a different radius of the cam wheel. 

6. The apparatus of claim 5 and further comprising a latch pivotally connected to the 
frame of the mower, the latch comprising a finger, the finger of the latch engaging a notch of the 
height selector wheel when the latch is in a first position, and the finger of the latch disengaging the 
notch when the latch is in a second position, the cam wheel being rotatable by the handle when the 
latch is in the second position. 

7. The apparatus of claim 6 wherein the height selector wheel comprises a first planar 
surface oriented towards the operator seating area, the first planar surface having indicia at each 
notch indicative of a hsight of the mowing deck relative to the ground surface when the finger of the 
latch engages the notch. 

8. The apparatus of claim 1 and further comprising a transport lock, the transport lock 
rotatably connected to the frame of the mower proximate the operator seating area, the transport lock 
having a handle and a finger, the finger engaging the shoulder of the moveable arm when the lever is 
in the second position and the transport lock is in a first position to secure the mowing deck in a fully 
raised position, and the finger disengaging the shoulder when the transport lock is in a second 

13 
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position to permit the lever to move to the first position. 

9. A method of adjusting the deck height on a riding mower from a first deck height to a 
second deck height, the riding mower comprising a frame, a deck lift mechanism connected to the 
frame, a mowing deck connected to and supported by the deck lift mechanism, and an operator 
seating area, the method comprising: 

providing a lever pivotally connected to the frame proximate to the operator seating 
area; 

providing a displaceable aim operably connected between the lever and the deck lift 
system, the displaceable arm comprising a shoulder on the arm between the 
lever and the deck lift system; and 

providing a cam wheel rotationally connected to the frame near the shoulder of the 
displaceable arm, the cam wheel having an axis of rotation, an outer edge, 
and a varying radius relative to the axis of rotation, wherein a portion of the 
outer edge contacts the shoulder when the lever is in a first position; 

moving the lever from the first position to a second position, and displacing the arm 
and locating the shoulder away from the outer edge of the cam, thereby lifting 
the mowing deck to a raised position; 

rotating the cam wheel to a position representative of a desired deck height; and 

moving the lever from the second position to the first position, thereby displacing the 
arm and locating the shoulder in contact with the cam outer edge to lower the 
mowing deck to the desired height. 

10. The method of claim 9, wherein the step of providing the cam wheel further 
comprises providing a disk rotationally connected with the cam wheel, the disk and cam wheel 
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rotating on a commor axis, wherein the disk comprises a plurality of circumferential notches, and 
positioning a latch in a first circumferential notch. 

1 1 . The mtythod of claim 1 0 wherein disk fiirther comprises indicia at each of the plurality 
of circumferential notches indicative of a height of the mowing deck relative to the ground surface. 

12. The method of claim 10 wherein the step of rotating the cam wheel additionally 
comprises: 

disengaging the latch from the first circumferential notch of the disk; 
rotating the cam wheel and the disk; and 

engaging the latch into a second circumferential notch in the disk. 

1 3 . The method of claim 1 0 wherein the step of providing the lever comprises providing a 
foot-actuated lever near the operator seating area. 

14. A deck lift system for adjusting the height of a mowing deck of a riding mower 
relative to a ground surface, the mower having an operator seating area and a frame, the deck lift 
system comprising; 

a rear rotating assembly rotatably connected to the frame and connected to a rear 

portion of the mowing deck; 
a front rotating assembly rotatably mounted to the frame and connected to a front 

portion of the mowing deck; 
linking members connecting the front and rear rotating assemblies; 
a means for operating the deck lift system to raise and lower the mowing deck, 

wherein the means for operating comprises: 

15 
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a lever pivotally connected to the frame proximate to the operator seating 
area; and 

a displaceable arm having a first end pivotally connected to the lever and a 
second end connected to the rear rotating assembly of the deck lift 
system; and 

means operable within the operating means for adjusting the height of the mowing 
deck, wherein the means for adjusting the deck height comprises: 
a shoulder connected to the aim between the first end and the second end, the 
shoulder extending norma] to a direction of displacement of the 
displaceable arm; and 
a cam wheel rotationally connected to the frame of the mower proximate the 
shoulder of the arm, the cam wheel having an axis of rotation, an 
outer edge, and a varying radius relative to the axis of rotation, 
wherein a portion of the cam outer edge contacts the shoulder when 
the mowing deck is in the deck down position, and wherein the height 
of the mowing deck above the ground surface in the deck down 
position is a firaction of the radius of the cam outer edge in contact 
with the shoulder. 

1 7. The deck lift system of claim 1 4 wherein the means for adjusting the deck height at 

the deck down position additionally comprises means for locking the cam wheel at a position 
representative of a seh&ted deck height 
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Evidence Appendix 



1 . Innova/Pure Water, Inc. v. Safari Water Filtration Systems. Inc., 381 F.3d 1111, 

1118 (Fed. Cir. 2004). A copy of the Federal Circuit decision rendered in Innova/Pure Water, 
Inc. and relied upon a: page 8 of this Appeal is included for consideration by the Board. 
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Relaied Proceedings Appendix under 37 CJ.R. 5 4L37fcVlMx) 



There .ire no related proceedings to be considered in this Appeal. Therefore, no - 
such proceedings are \dentified in this Appendix. 
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INNOVA/PURE WATER. INC., Plaintiff Appellant, v. SAFARI WATER FILTRATION SYSTEMS, INC. (doing business as Safari Outdoor 

Products), Defendant-Appellee. 

04-1097 

UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
381 F.3c 1111;2004 U.S. App. LEXIS 16549: 72 U.S.PXL2D (BNA) 1001 

August 11, 2004, Decided 

PRIOR HISTORY: p*1] Appealed from: Urrited States District Court for the Middle District of Florida. Judge Steven D. Merryday, Innwa/Pure 
Water. Inc. v. S afari Water Filtration Svfi.. 239 F. Supp. 2d 1347. 2003 U,S. BiSL LEXIS 19B27 fM.D. Fl3„ 2QQ?) 

DISPOSmON: Vacated in pert affirmed in part and remanded. 
& Briefs and Other Court Documents 

CASE SUMMARY 

PROCEDURAL POSTURE: Plaintiff patentee sought review of an order from the Onited States 
District Court for the Middle District of Florida, which granted summary judgment of 
noninfringement in favor of defendant water filtration company in the patentee's infringement 
action. The patentee also appealed the denial of its motion to amend its complaint to add a 
later issued patent - 

OVERVIEW: The patent, entitled "Bottle Filter Cap," was directed to a water filter assembly 
and a container incorporating the assembly. The court vacated the district court's summary 
judgment of noninfringement, " finding that the district court erred in its interpretation of 
"operatively connected, " the disputed Claim term. The court concluded that the district 
court's construction improperly imported a tenacious physical engagement limitation into the 
claim language that did not inquire a physical engagement that resulted in a unitary 
structure. The district court also erred in interpreting the designated function to be the 
operation of creating a filte:: assembly with a unitary structure. The court found that the 
proper designated function wax filtering. The court disagreed with the district court ' s 
conclusion that plaintiff, in the course of prosecution, surrendered the method of using a 
flange to position the filter element, which was employed in defendant's product. The court 
held that the district court did not abuse its discretion in denying plaintiff's motion to 
amend, which was filed 10 months after discovery closed and nine months after summary judgment 
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motions were filed. 

OUTCOME- The court vacated the district court 1 S summary judgment of noninfringement and 
rem«3ed'for further proceedings- The court affirmed the denial of plaintiff's motion to 
amend. 

core TERMS' tube cap filter, connected, operative!/. Altering, bottle, written description, patentee, engagement, tenacious, embodiment. 
S2K iSSEa eSrffi liquid. assemMy. flange, summary judgment, infringement, water, unitary, affixed, specification, valve, surface, 
motion to amend, mechanical, welding, mouth 

LexlsNexis(R) Headnotes * Hide H e adnotes 

Civil Procedure > Summary Judgment > Aopellate Review > Standards of Review 

Civil Procedure > Appeals > Standards of Review > De Novo Review 

riW1 £The appellate court reviews summary ' j udgment de novo. 

Patent Lew > Infringement Actions > Claim Interpretation > General Overview 
Patent Law > Jurisdiction & Review >Stardards of Review > General Overview 

„* * Determining infringement is a two-step process. First, the meaning and scope of the 
^relevant claims must be ascertained. Second, the properly construed claims must be 
compared to the accused device. Claim construction, or interpretation, is a question of 
law.. When exercising th« power to review claim construction, the appellate court 
determines the meaning -md scope of the relevant claim language and deer des whether the 
district court's determination of the meaning and scope of the relevant claim language is 
coterminous with that construction. Where it is not, the district court has erred in its 
construction of the cla.jns- 

CivO Procedure > Summary Judgment > Sandard6 > Appropriateness 
ClvD Procedure > Summary Judgment > Sandards > Legal Entitlement 

Civil Procedure > Summary Judgment > S-andards > Materiality . 

SuWary judgment is proper if the pleadings, depositions, answers to interrogatories, and 

""'^admissions on file, together with the affidavits, if any, show that there is no genuine 
issue as to any materia:, fact and that the moving party is entitled to a judgment as a 
matter of law. Fed. R. Civ. P. 56(c) . Summary judgment is improper where the evidence is such 
that a reasonable jury t;ould return a verdict for the non-moving party. Thus, after 
determining the proper neaning and scope of the relevant claim language, the appellate 
court decides without deference if the district court was correct in its D udgment that no 
reasonable jury could f:.nd, either literally or by application of the doctrine of 
equivalents, each and every limitation recited in the properly construed claims in the 
accused device. 

Patent Law > Infringement Actions > Ciairr Interpretation > General Overview . .. , . . h+ tn 

„„.*The claims of a patent define the invention to which the patentee is entitled the right to 
HN4 ^ exclude- Attending this principle, a claim construction analysis must begin and remain 

centered on the claim language itself, for that is the language the patentee has chosen to 
particularly point out imd distinctly claim the subject matter which the patentee regards 
as his invention. 35 U.S.C.S. 5 1 12, para. 2. 

Evidence > Scientific Evidence > General Overview 

Patent Law ? Claims & Specifications > Enablement Requirement > General Overview 
Patent Law > Infringement Actions > Claim Interpretation > General Overview 

HNS ±A court construing a patent claim seeks to accord a claim the meaning t would have to a 
«"^S on 0I 0ldinary ski JU in the art at the time of the invention. The inquiry into the 
meaning that claim terms would have to a person of skill in the art at the time of the 
invention is an objective one. This being the case, a court looks to those sources 
available to the public that show what a person of skill in the art would have understood 
disputed claim language to mean. Those sources include the words of the claims themselves, 
the remainder of the specification, the prosecution history, and extrinsic cadence 
concerning relevant scientific principles, the meaning of technical terms, and the state 
Of the art. 
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Patent Law > Claims & Specifications > Ddfiniteness > General Overview 

Patent Law > Claims & Specifications > Er ablement Requirement > General Overview 

Patent Law > Infringement Actions > Clain Interpretation > General Overview 

XTfie written description provides a context for the claims and is appropriately resorted to 
^for the purpose of better understanding the meaning of a claim and for showing the 

connection in which a device is used. The claims of a patent may incorporate ^ parts of the 
written description by reference, thus limiting the patent to the form described. A patent 
applicant thus has the J:lexibility to imbue new or old terms with a different meaning than 
they would otherwise have to a person of ordinary skill in the art. All that is required 
is that the patent applicant set out the different meaning in the specification in a 
manner sufficient to give one of ordinary skill in the art notice of the change from 
ordinary meaning. Became the inquiry into the meaning of claim terms is an objective one, 
a patentee who notifies the public that claim terms are to be limited beyond their 
ordinary meaning to one of skill in the art will be bound by that notification, even where 
it may have been uninterded. 

Patent Law > Claims & Specifications > Description Requirement > Claim Broadening 

Patent Law > Infringement Actions > Exclu ave Rights > General Overview 

Patent Law > U.S. Patent & Trademark Off ce Proceedings > Reissues > General Overview 

^Contrasting axioms stats that (a) a claim must be read in view of the specification and 
M (b) a court may not reac a limitation into a claim from the specification. There is a 
"fine line" and "inherent tension" attending the question presented by these axioms. Some 
persons seem to suppose that a claim in a patent is like a nose of wax which may be turned 
and twisted in any direction, by merely referring to the specification, so as to make it 
include something more "han, or something different from, what its words express. The 
context may, undoubtedly, be resorted to, and often is resorted to, for the purpose of 
better understanding the meaning of the claim; but not for the purpose of changing it, and 
making it different " from what it is. The claim is a statutory requirement, prescribed for 
the very purpose of making the patentee define precisely what his invention is; and it is 
unjust to the public, as well as an evasion of the law, to construe it in a manner 
different from the plain import of its terms. Accordingly, particular embodiments 
appearing in the written description will not be used to limit claim language that has 
broader effect. And, even where a patent describes only a single embodiment, claims will 
not be read restrictive!/ unless the patentee has demonstrated a clear intention to limit 
the claim scope using words or expressions of manifest exclusion or restriction - 

Patent Law > Infringement Actions > Claim interpretation > General Overview 

HN8 + In the absence of modifiers, general descriptive terms are typically construed as having 
"their full meaning. 

Patent Law > Claims & Specifications > Claim Language > Preambles 
Patent Law > Infringement Actions > Claim .nterpretation > General Overview 

HN9 + Language in a preamble Limits a claim where it breathes life and meaning into the claim, 
■""but not where it merely recites a purpose or intended use of the invention. 

Patent Law > Infringement Actions > Claim Interpretation > General Overview 

HAUO+ Unless otherwise compelled, when different claims of a patent use the same language, the 
■""court gives that language the same effect in each claim. 

Evidence > Inferences & Presumptions > Gf >rteral Overview 

Patent Law > Infringement Actions > Claim interpretation > General Overview 

HJViJ ^While not an absolute rile, all claim terms are presumed to have meaning in a claim. 

Evidence > Inferences & Presumptions > General Overview 

=>alent Law > Infringement Actions > Claim I iterpretation > General Overview 

^When an applicant uses cifferent terms in a claim it is permissible to infer that he 
M intended his choice of cifferent terms to reflect a differentiation in the meaning of 
those terms. 

3 atent Law > infringement Actions > Claim Interpretation > General Overview 

The law does not require the court, where an applicant describes only a single 



PAGE 24/32 * RCVD AT 9/27/2006 3:15:32 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF*5/16 * DNIS:2738300 * CSED:612 573 2005 * DURATION (mm-ss):06-12 



09/27/2006 14:19 FAX 612 573 2005 DICKE , BILLIG&CZA JA P. A. @I 025/032 

LexisNexis by Credit Card - Document Page 4 of 11 

HN13 ± embodiment, to construe the claims as limited to that one embodiment. Such a construction 
i3 not encouraged or presumed. 



Patent Law > Infringement Actions > Clairr Interpretation > General Overview 

rThe doctrine of claim differentiation normally means that limitations stated in dependent 
'claims are not to be r*:ad into the independent claim from which they depend* This 
interpretative tool sterns from the common sense notion that different words or phrases 
used in separate claims are presumed to indicate that the claims have different meanings 
and scope . 



Paten! Law > U.S. Patent & Trademark Office Proceedings > Examinations > General Overview 

HNls }lt is the applicant, net the examiner, who must give up or disclaim subject matter that 
"would otherwise fall within the scope of the claims. 

Civil Procedure > Pleading & Practice > Pleadings > Amended Pleadings > Generaf Overview 
Civil Procedure > Appeals > Standards of Fteview > Abuse of Discretion 
Patent Law > Jurisdiction & Review > Subject Matter Jurisdiction > Appeals 

w/Vifif 0n 3 nonpatent matter, the United States Court of Appeals for the Federal Circuit applies 
^the law of the circuit in which the district court sits. The United States Court of 
Appeals for the Eleventh Circuit reviews the refusal of leave to amend for abuse of 
discretion. 

Civil Procedure > PJesding & Practice > Pleadings > Amended Pleadings > Leave of Court 
CMI Procedure > Appeals > Standards of F.eview > Abuse of Discretion 

W27 f The United States Court; of Appeals for the Eleventh Circuit freely grants leave to amend 
**when justice so requires. However, a motion to amend may be denied on numerous grounds, 
such as undue delay, uniue prejudice to the defendants, and futility of the amendment. In 
addition, it is not an abuse of discretion for a district court to deny a motion for 
leave to amend following the close of discovery, past the deadline for amendments, and 
past the deadline for filing dispositive motions. 



Briefs and Other Court Documents: 
U.S. Circuit Court Briaf(s) 



COUNSEL Robert A. Vanderhye, Nixon & Vanderhye P.C.. of Arlington, Virginia, argued for plaintiff-appellant 

Catherine E. Stetson, Hogan & Hartson, LLP. of Washington. DC. argued for defendant-appellee. On the brief were Raymond A- Kurz and 
Celine Jimenez Crowson. 

JUDGES; Before CLEVENGER, RADER, and LINN, Circuit Judges. 

OP1NIONBY: CLEVENGER 

OPINION: 

[*1113] CLEVENGER, Circuit Judge. 

Plaintiff-Appellant Innova/Pure Water, Inc. ('•Innova'') appeals the decision of the Uniled States District Court for the Middle District of Florida 
granting summary judgment of noninfringement in favor of Defendant-Appellee Safari Water Filtration Systems, Inc. ("Safari") and denying 
Innova's attempt to emend Its complaint to a id a later issued patent Innova/Pure Water, inc. v. Safari Water Filtration Svb.. 289 F. Supp. 2d 
1347 (M.D.FIa. 20031 Because the district court erred In Its interpretation of the term "operatively connected," we vacate the district court's 
summary judgment of noninfringement and remand for further proceedings. Because the district court did not abuse Its discretion in [~2] 
^fusing to allow Innova to amend fts complaint to add a later Issued patent we affirm that decision. 



nnova sued Safari for infrinn*mftnf nf U,$. P atent No. 5.609.759 ("the '759 patent "). The V59 patent , entitled, "BottJe Filter Cap," is directed to 
* water filter assembly and a container incorporating the assembly. In general terms, the fliter assembly described includes a tube of filtering 
natBrial (alternatively, "filter tube"), a bottle cap, and a valve for dispensing water. In some of the depicted embodiments, the assembly is 
positioned at the mouth of a container which is a bottle, sealing the bottle and suspending the tube of filtering material in the bottle. More 
jrosdiy. the fliter assembly operates to place the tube of filtering material between the water In the bottle and the valve so that water is filtered 
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before ft exits the bottle. Various embodiments are depicted in Figures 1-12 of the 759 patent. 

Safari's accused product is a water bottle with a tube of Altering material, a bottle cap, and a valve. tn operation, the tube of filtering material is 
suspended in the mouth of the bottle by m ?ans of an annular flange that rests on the mouth of the bottle. The tube [~3J of filtering material is 
mechanically sealed in position when the tottle cap Is screwed over the mouth of the bottle, thereby contacting the annular flange and fixing 
the tube of filtering materia! in position to fl ter water before it exits the bottle. 

At the district court, Innova moved for sumnary judgment of Infringement, asserting literal infringement or. barring that, infringement under the 
doctrine of equivalents, of Independent clams 1 and 15, and dependent claims 5, 11, and 17-20, Safari moved for summary judgment of 
noninfringement. 

In part, the independent claims at issue in he 759 patent state: 



1. A filter assembly for use with a battle having a circular cross-section neck or open end to simultaneously cap the neck or 
open end and filter liquid poured p 1114] out of the bottle through the nBck or open end, comprising: 

a tube of filtering material . . . a cap . . . said cap having first and second substantially opposite surfaces ... a manual valve 
operatrvely associated with said caj>, in fluid communication with said tube of filtering material and manually movable between a 
position defining means for allowing liquid flow through said tube and a position defining [* w 4] means not allowing liquid flow 
through said tube; and 

said tube operatively connected to !;ald cap second surface at said tube second open end 



759 patent col. 6, II. 46-64 (emphasis addwi). 



15. A container for dispensing filtered water, comprising; 

a plastic bottle ... a plastic cap . . . said cap having first and second substantially opposite surfaces . . . a . . . tube of or 
containing filtering material ... a manual valve operattvely associated with said cap, In fluid communication with said tube of 
filtering material and manually movable between a position defining means for allowing liquid flow through said tube and a 
position defining means not allowing liquid flow through said tube; and 

said tube operath/ely connected to said cap second surface, and said tube having an outside diameter less than said inside 
diameter of said neck, and positioned with respect to said-cap within said bottle so that said tube axis is substantially transverse 
to said second surface and so that fbw of liquid through said tube is primarily radial with respect to said tube axJs during 
filtering, and through said side waO. 



id., col. [**5] 7, 1. 55 to col. 8. 1. 17 (emphasis added). 

The district court construed the claim term "operatively connected" to require that the tube of filtering material be affixed to the cap. i.e., "not 
merely adjoining or abutting, but affixing the tube to the cap by some tenacious means of physical engagement that results in a unitary 
structure." Concluding that the annular flang* arrangement of Safari's accused product Is such that the filter tube h "never affixed to the cap by 
some tenacious means of physical engagerr ent as required by claims 1 and 15," the district court denied Innova 's motion for summary 
judgment and granted Safari's motion for summary judgment of noninfringement. 

On appeal. Innova argues that the district court erred when It Interpreted the claims to require that the tube of filtering material be affixed to the 
cap "by some tenacious means of physical engagement that results in a unrtary structure." Innova thus asserts that the district court's 
conclusions regarding literal infringement an i infringement under the doctrine of equivalents cannot stand in light of the proper claim 
construction and proposes that we reverse, order summary Judgment of infringement, and r*6J remand for trial on damages and Intentional 
infringement. Safari Insists that the district cc urt properly understood the meaning of "operatively connected" and. particularly In light of the 
written description and prosecution history, asserts that the claims can only be interpreted as requiring the tenacious physical engagement of 
the tube of filtering material and the cap. Therefore, argues Safari, the district court did not err in granting summary judgment. 

nnova's appeal also challenges the district CDurt's refusal to allow Innova to amend Its complaint to add claims of infringement of U.S. Patent 
Mo 6.155.362 (The ^62 patent s The ^patent Issued on December 26, 2000. from an application [M115] that claimed priority to the 
application that issued as the asserted 759 catent . Innova's motion to amend was filed June 13, 2001, approximately six months after 
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issuance, ten months after tne close of discovery (August 1 , 2000), and nine months after the filing of summary Judgment motions (September 
2000). According to the district court, aliowng "amendment at [thatj stage of the litigation, following Innova'e delay, would unduly prejudice 
Safari." Innova now argues that the dlstrid [**7] court abused Its discretion by denying the motion to amend because there was no delay on 
Innova's part, and no unfair prejudice to Safari would result from allowing the motion. 

D 

MB 

This is an appeal from a final decision of a district court and we have jurisdiction pursuant to 28 LLS.C. S 1295jfa,)CU. " M TWe review 

summary judgment de novo. Conrov v, fl aebok Int'l. Ltd.. 1 4 F.3 d 1570, 1575 (Fee). Cir. 1994) . it is well established that HW2 ^determining 
infringement is a two-step process. fflafotnan v. Wes tvia w Instruments, inc.. 52 F.3d 967. 976 (Fed. Cir. 1995) (en banc), afTd, 517 U.S. 370, 
igdj . Eti 2d 577. 116 S. Cl 1384 (1996 L First, the meaning and scope of the relevant claims must be ascertained. Id. Second, the properly 
construed claims must be compared to the accused device. Id. Claim construction, or interpretation, is a question of law. Markman v. W estview 
Instauments. Inc.. 517 U.S. 370. 134 L. EH. 2d 577. 116 S. Cl. 1384 (1996): CvborCoro. v. Fas Techs. . Inc.. 138 F.3d 1446. 1454-56 (Fad. Cir. 
109B) (en banc). When exercising the power to review claim construction, this court determines [**8] the meaning and scope of the relevant 
claim language and decides whether the district courts determination of the meaning and scope of the relevant claim language is coterminous 
with that construction. Where it is not, the district court has erred in its construction of the claims. 



WW3 f Summary judgment is proper Tf the pleadings, depositions, answers to interrogatories, and admissions on file, together with the 
affidavits if any, show that there is no genuine issue as to any material fact and that the moving party is entitled to a judgment as a matter of 
law." Fed. R. Civ. P. 56(c) : see Anderson v. Liberty Lobby. Inc.. 477 U.S. 242. 247-48. 91 L. Ed, 2d 202, 106 S. Ct. 2505 f 1 985). Summary 
judgment is Improper where "the evidence is such that a reasonable jury could return a verdict forihe non-moving party," 477 U5- at 24B. 
Thus, after determining the proper meaning and scope of the relevant claim language, we decide without deference if the district court was 
correct In Its judgment that no reasonable Jury could find, either literally or by application of the doctrine of equivalents, each and every 
limltafion recited in the properly [~9] com itrued claims in the accused device. Middieton. Inc. v. 3M. 311 F.3d 13B4. 13B7 (Fed. Cir. 20021: fiajl 
v. Logitech. Inc . 9SA F.3d 1334. 1339 (Fed. Cir. 2001) : Bai v. L&L Win os. Inc.. 160 F.3d 1350. 1353 (Fed. Crr. 1995). 

Ill 

It is a bedrock principle of patent law that ,<w *?the claims of a patent define the invention to which the patentee is entitled the right to exclude. 
Aro Mfa.. Co. v. Convertible Top Replacement Co.. 365 U.S. 336. 339. 5 L Ed. 2d 592. B1 S. Ct. 599. 1961 Pec. Comm'r Pat. 635 (1961 ) 
(The claims made in the patent are the sole measure of the grant"); Altoona Publrx Theatres. Inc. v. Am. Tri-Eroon Corp.. 294 U.S. 477. 487. 
79 L Ed 1005. 55 S. Cl 455. 1935 Dec. Comm'r Pat 7B5 (19351 ("Under the statute It is the claims of the patent which define the invention. - ); 
Smlth v Snow. 204 U.S. 1. 11. 79 L. Ed. 7 21 55 S. Ct. f»1 1 1B] 279. 1935 Dec. Comm'r Pat. 757 (1935) (The claims of the patent, not its 
specifications, measure the invention."); C snfl Paper Bag Co. v. E. Paoer Baa Co.. 210 U.S. 405. 419. 52 L. Ed. 1 122. 28 S. Ct. 746. 1908 
Dec CommV Pat. 594 (1908) ("In making lis daim the Inventor Is at liberty to choose his own form of expression, and while the courts may 
construe the same in view of the specifications 0] and the state of the art, they may not add to or detract from the claim. 11 (citation omitted)); 
White v. Dunbar. 119 U.S. 47. 52. 30.1 . E d. 303 7 S. CL 72. 1B86 Dec. Comm'r Pat. 494 (1886) (The claim is a statutory requirement, 
prescribed for the very purpose of rnakrno the patentee define precisely what his Invention is; and it is unjust to the public ... to construe it in a 
manner different from the plain import ofTt> terms."); Merrill v. Ye o mans. 94 U.S. 568. 570. 24 L. Ed. 235, 1877 Dec. C PtTJ PTr Pat 279 (1876) 
(TThe statutorily required] distinct and formal claim Is, therefore, of primary importance, in the effort to ascertain precisely what it is that is 
patented to the appellant in this case.'); S KI Infl v. Matsushita Corp. of Am.. 775 FJZ d 1107. 1121 (Fed. Cir. 1985) (en banc) ("It is the claims 
that measure the invention."). Attending th«s principle, 8 claim construction analysis must begin and remain centered on the claim language 
itself, for that fs the language the patentee has chosen to "particularly pointfl out and distinctly claimQ the subject matter which the patentee 
regards as his invention/ Interactive Gift E xpres s, Inc. v. Compuserve. Inc.. 256 F.3d 1323. 1331 (Fed. Cir. 2001) [**1 1] (quotin9 35 U.S.C. § 
112 P Z); see also Johnson Worldwide As t,ocs.. Inc. v. Zebco Corp.. 175 F.3d 985, 989-90 (Fed. Cir. 1999) . 



HNS TA court construing a patent claim sejks to accord a claim the meaning IL would have to a person of ordinary skill in the art at the time of 
the invention. See, e.g. ( SmtthKline Beech^m Corp. v. Apote x Cor p.. 365 F.3d 130 6. 1313 (Fed. Cir. 2004): Resn,nelsp.m, Inc. v. lapsa, |nc? t , 
346 F.3d 1374. 1378 (Fed. Cir. 2003) ; Rft yord Corn v. Laitram Corp.. 274 F.3d 1 336. 1 342 (Fed. Cir. 20 01): Johnson Worldwide. 175 F.3d at 
m Renishaw PLC v. Marooss Socteta 1 P .*r Azionl. 158 F.3d 1243 1249 (Fed. Cir. 1998); ga.roll Touch, Inc. v. Eiectro Mech. Svs M lnc v 15 
F.3d 1573. 1577 (Fed. Cir. 1993) . The inquiry into the meaning that claim terms would have to a person of skill in the art at the time of the 
invention is an objective one. This being th? case, a court looks to those sources available to the public that show what a person of skill in the 
art would have understood disputed claim language to mean. Those sources Include [**12] the words of the claims themselves, the remainder 
of the specification, the prosecution history and extrinsic evidence concerning relevant scientific principles, the meaning of technical terms, 
and the state of the art. See Markman. 52 l : .3d at 979-80 : accord Pitney Bowes. Inc. v. Hewlett-Packard Co.. 182 F.3d 1298. 1305-15 (Fed. 
Cir. 1999) ; VitronScs Corp. v. Conceotronlc . i nc.. 90 F.3d 1576. 1582-83 (Fed. Or. 1995 ). 

HN6 ^lhe written description provides a context for the claims, and is appropriately resorted to 'Tor the purpose of better understanding the 
meaning of a claim." White. 1 19 U.S. at 51 . and for "showing the connection In which a device is used.' McCartv v. Lehiah Vallev R.R. Co.. 160 
U.S. 110. 116. 40 L. Ed. 35B. 16 S. Ct. 2 40 1B95 Dec. Comm'r Pat. 721 (18951 The claims of a patent may incorporate parts of the written 
description by reference, thus "liming the riatent to the form described." Smith. 294 U S, at 11 . A patent applicant thus has the flexibility to 
Imbue new or old terms with a different meaning than they would otherwise have to a person of ordinary skill in the art See Autocriro Co. of Am. 
y. United States. 181 Ct. Cl. 55. 384 F .2d 3*1 397 (Ct. Cl. TM1171 1967) ["13] ("Patent law allows the inventor to be his own 
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lexicographer."). All that is required is tha* the patent applicant set out the different meaning in the specification in a manner sufficient to give 
on© of ordinary skill in the art notice of tht- change from ordinary meaning. In re Pau lsen. 30 F. 3d 1475. 1480 (Fed. CIr. 19941 : IntelJicail. Inc. v . 
Phonomatrics. Inc.. 952 F.2d 13B4. 13B 7- Bt? (FpH. Cir. 1992) . Because the inquiry into the meaning of claim terms is an objective one. a 
patentee who notifies the public that claim terms are to be limited beyond their ordinary meaning to one of skill in the art will be bound by that 
notification, even where it may have been unintended. See, e.g., Llsbel-Flarsh aim Co. v. Medrad. [rK r _35Q F.3fl Q9B. 90 5-09 (Fed. C ir. 2004) : 
Scimed Life Svs.. Inc. v. Advanced Cardiovascular Svs., Inc., 242 F.3d 1337. 13 44 (Fed. Cir. 2001) (stating, In the written description, "[the] 
structure ... is the basic . . . structure for aH embodiments"); Watts v. XL Svs.. Inc.. 232 F.3d 877. BB3 (Fed. Cir. 2000) (stating, In the written 
description, "the present Invention utilizes PM4] Ithe] feature"). 

The longstanding difficulty is HAf7 ?the coitrasting nature of the axioms that (a) a claim must be read in view of the specification and (b) a court 
may not read a limitation Into a claim from the specification. See LiebeUFJarshelm. 358 F,3d at 904-05 (acknowledging the "fine line* and 
•inherent tension" attending the question presented by these axioms). For, as Justice Bradley famously stated: 



Some persons seem to suppose that a claim in a patent ts like a nose of wax which may be turned and twisted In any direction, 
by merely referring to the specification so as to make it include something more than, or something different from, what Its 
words express. The context may, undoubtedly, be resorted to, and often is resorted to, for the purpose of better understanding 
the meaning of the claim; but not for the purpose of changing It, and making it different from what it is. The claim is a statutory 
requirement, prescribed for the very purpose of making the patentee define precisely what his invention is; and it is unjust to the 
public, as well as an evasion of the law, to construe It in a manner different from the plain import of its terms. This P15] has 
been so often expressed in the opi lions of this court that It is unnecessary to pursue the subject further. 



White. 119 U.S. at 51-52 : see also gggflP apr Bao. 210 U.S. at 419: MnCariv. 1 60 U.S. at 1 16 ("We know of no principle of law which would 

authorize us to read into a claim an element which is not present Accordingly, particular embodiments appearing in the written 

description will not be used to limit claim laiguage that has broader effect. See Electro Sci. Indus.. Inc. v. Dynamic Detaflft. Inc.. 307 F.3d 1343. 
1349 (Fed. Cir. 20021 : Laitram Com, v. NE3 Corp.. 163 F,3d 1342. 1347-46 (Fed. CIr. 1998) . And, even where a patent describes only a single 
embodiment, claims will not be "read restrii lively unless the patentee has demonstrated a clear intention to limit the claim scope using *word$ 
or expressions of manifest exclusion or restriction." Liebel-Flarsheim. 358 F.3d at 906 (quoting Teleflex. Inc. v. Flcosa N. Am. Corp.. 299 F,3d 
1313, 1327 (Fed. Cir. 2002)). 

IV 

Innova's appeal with respect to the asserted claims of the patent [**1ffJ turns on the correct interpretation of the disputed claim term, 
"operatively connected." According to the d strict court, the ordinary meaning of "said tube operafJvely connected to said cap" requires that the 
two components f* 1118] be "affixed ... by some tenacious means of physical engagement that results in a unitary structure." Innova 
challenges this construction as improperly importing a tenacious physical engagement limitation into daim language that does not require any 
such thing. Safari concurs with the district court The district court erred. The asserted claims do not require that the filter tube and cap be 
affixed to one another in a manner that results in the two components forming a unitary structure. Neither party assorts that the term 
"operatively connected" is a technical term having a special meaning in the art of water filtration. Rather, it is a general descriptive term 
frequently used in patent drafting to reflect a functional relationship between claimed components. Generally speaking, and as used in the 759 

patent it means the claimed components must be connected in d way to perform a designated function. HN8 T\n the absence of modifiers, 
general descriptive terms are [**17] typical! / construed as having their full meaning. See Johnson^ y vp ridwide. 175JL3d at 992 (refusing to 
import a modifier for the term "coupled - ); Vs . Panel Corp. v. MAC Panei Co T1 1?? F.3d S60. 865-66 CFad. Cjr. 1997) (refusing to import a 
modifier for the term "reciprocating"). Thus, the district court was correct to look to the ordinary meaning of the terms "operatively" and 
"connected" and we discern no error in the district court's initial understanding that p the ordinary and customary meaning of 'operatively 
connected* requires the . . . linking together the tube and the cap to produce the intended or proper effect " But the district court erred when it 
proceeded beyond this plain meaning based on the "examples of means for connecting the tube to the cap disclosed in the 759 Patent ." all of 
which reflect a 'physical engagement [between the tube and the cap] that results in a unitary structure." See Teleflex. 299 F.3d at 1328 . 

The district court also erred in interpreting the "intended or proper effect," i.e., the designated function, to be the operation of "creating a filter 
assembly' with a unitary structure. Instead, [**16] as Innova contends, the proper designated function is the operation of the assembly, i.e., 
filtering. Thus, "said tube [is] operatively connected to said cap" when the tube and cap are arranged in a manner that affects filtering. Safari 
contends that the district court was correct because for a connection to be operative for filtering, the structure performing the filtering must also 
be associated with a bottle, a limitation not found In cJaim 1 of the 759_pateni We disagree because the claims, and also the written 
description, reflect that an intended purpose for the claimed invention is for use with a bottle to filter water. 

Focusing first on the cfaims, we observe thai the preamble of claim 1 recites: "A filter assembly for use with a bottle ... to simultaneously cap 

the neck or open end and filter liquid poured out of the bottle 11 759 patent col. 6, II, 45-49 (emphasis added). WA ^^Language In a 

Dreamble limits a claim where it breathes lift? and meaning Into the claim* see [p re Paulsen. 30 F.3d at 1479 . but not where it merely recites a 
•purpose or Intended use of the invention." k(. In this case, we need not decide whether the preamble [**19] adds a limitation to the claim 
recause we hold that it recites a purpose or intended use of the ciaimed "fitter assembly- as, Inter alia, "filtering liquid poured out of the bottle." 



PAGE 2802 * RCVD AT 9/27/2006 3:15:32 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF^5/16 * DNIS:2738300 * CSID:612 573 2005 * DURATION (mm-ss):06»1 2 



09/27/2006 14:20 FAX 612 573 2005 
LexisNexis by Credit Card - Document 



DICKE,BILLIG&CZAJA P. A. 



©029/032 
Page 8 of 1 1 



Other parts of daim 1 also show that the ntended function of the claimed structure is filtering. Beyond stating that the "tube is operatively 
connected to said cap." the claim also states that a -valve" Is "operatively associated with said cap. in fluid communication with said tube of 
filtering material." 759 patent , col. 6. n. 5E-59. The claim further explains that the °valve" controls the p 1 1 9] flow of liquid through the "tube of 
filtering material" as the valve is "manual! / movable between 8 position defining means for allowing liquid flow through said tube and a position 
defining means not allowing liquid flow thiough said tube.* Id.. II. 59-63. In sum, we think the operation defined by controlling the flow of liquid 
through the "tube of filtering materlar is the operation of filtering. 

As Safari acknowledges, lnnova # s argument that "operativer/ refers to the function of filtering, has even "more traction- when applied to claim 
15. Claim 1 5 Is directed to "[a] container for dispensing filtered [**20] water." 759 patent col. 7, 1. 55. It expressly claims a bottle as an element 
of the disclosed structure. Id., II. 56-58. It 'Xntalns the "In fluid communication u limitation present in claim 1 . Id., col. 8, II. 4-9. And, it contains 
additional language explaining the position of the tube of filtering material relative to the cap. the bottle, and the liquid flow: 



said tube operatively connected to said cap second surface, and said tube having an outside diameter less than said inside 
diameter of said neck, and positioned with respect to said-cap within said bottle so that said tube axis is substantially transverse 
to said second surface and so thai flow of liquid through said tube is primarily radial with respect to said tube axis during 
filtering, and through said side wal . 



Id., 11.10-17. 

Not only do both claims evidence that an intended function or operation of the claimed structure is tittering, such a function is also evident from 
the written description, e,g., "there is a significant demand for filtered drinking water . . . / 759_patent col. 1,1.6; "a filter assembly is provided . 
. . capable of effectively treating drinking water to F~21 J remove chlorine and organic taste contaminants therefrom and reduces a variety of 

chemical contaminants." Id., II. 25-29. ^'^Unless otherwise compelled, when different claims of a patent use the same language, we give 
that language the same effect in each Claim. See Omaoa Eno'o. Inc. v. Ravtek Corp.. 334 F.3d 1314. 1334 (Fed. Ctr. 20031. Here, we are not 
otherwise compelled. "Operatively connected" carries the same meaning in both claims. 

Furthermore, we observe that Safari's interpretation largely reads the term "operativ©|y ,? out of the phrase "operatively connected." HN11 

?While not an absolute rule, ell claim terms are presumed to have meaning in a claim. Cf. Eickhottz v. R ainbow Techs.. Inc.. 2B4 F.3d 1365. 
1373 (Fed. Crr. 20021 . If, as Safari proposes, the claim refers in the abstract to the creation of a filter assembly structure, without any grounding 
to an intended use. the term "operatively 0 b unnecessary and superfluous as the patentee could have as easily used the term "connected 0 
alone. 

Safari also proposes that the district court e construction can be supported by the patentee's U6e, in daim 15, of "operatively connected" and 
"operative!/ f*22] associated. 0 The argument is that the patentee's use of the term "connected 0 to claim the tube-cap relationship stands in 
such stark contrast to the patentee's choice, of Associated* to define the valve-cap relationship, that thepatentee could only have intended that 

"connected" and "associated" were of diffeient scope. Despite innova's assertion to the contrary, w/V22 Trwhen an applicant uses different 
terms in a claim it is permissible to infer that he intended his choice of different terms to reflect a differentiation in the meaning of those terms. 
See Banco ro Servs.. LLC, v. Hartford Ufa Ins. Co.. 359 F.3d 1367. 1373 fFed. Clr, 2004); gtrjjcon 5ndo-SuroerY. IPC- v. U S. Surgical Corp., 
93 F.3d 15?2. 1579 (Fed. T112Q1 Clr. For this argument to be dispositive of a particular claim construction, however, one must accept 
that "connected" and "associated" can be discerned along the lines Safari urges, in particular, one must accept the argument that although 
both terms can, by their plain meaning, include nonphysical attachment, "associated" was meant to define both nonphysical and physical 
attachment while "connected" was used In w narrower sense, incorporating [**23] only a physical attachment definition. Safari urges that we 
can make the distinction basBd on the discbsed embodiments. We disagree. While an inference that "connected" and "associated" have 
different meanings in this case may be particularly appropriate because the words here define the relationship between two objects, the terms 
"connected 0 and 'associated" are very similar in meaning. The context does not make clear to us that Innova's use of both terms means that 
"connected* should be limited to tenacious physical engagement Moreover, we observe that in at least one circumstance, Innova described 
the filter as "associated" with the cap. 759 inte nt, col. 1 , II. 41-43 ( h a cap with which the filter is associated being adaptable to fit any type of 
closure mechanism on a conventional plastic bottte"). Finally, as we discuss in further detail, infra, we decline to limit the claims based only on 
the embodiments In the written description. Thus, the context does not show that "connected" and "associated 1 ' should be dHTerentiated Into the 
definitions proposed by Safari, and we musi conclude that this is simply a case where the patentee used different words to express similar 
concepts. [**24J even though it may be confusing drafting practice. Bancorp Servs.. 359 F.3d at 1373 . 

In sum, subject to any clear and unmistakable disavowal of daim scope, the term "operatively connected" takes the full breadth of its ordinary 
meaning, i.e., "said tube fls] operatively connected to said cap° when the tube and cap are arranged in a manner capable of performing the 
function of filtering. 

A 

Safari contends that in the written description and prosecution history the patentee cleariy and unmistakably disavowed the full breadth of 
meaning of "operatively connected" and put the public on dear notice that the claims should be limited to cover only embodiments where the 
filter tube and cap are tenaciously physically engaged. Concerning the written description, Safari relies most heavily on the argument that at 
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"every point" in the written description where "operatively connected" is discussed, it is discussed as having the "common denominator* of 
tenacious physical engagement. However, at argument, Safari's counsel had difficulty pointing to a statement In the written description that 
dearly and unmistakably shows the appli ;anfs intent to limit the scope of the [**25] claims to tenacious physical engagement. Undaunted, 
Safari contends that even if we disagree ihat the written description contains specific language clearly showing disavowal, the applicant's clear 
and unmistakable disavowal of all embodiments in which the tube is not tenaciously engaged to the cap is evident from reading the written 
description as a whole. According to Safari, when one reads the written description from beginning to end, there is no disclosure of a tube and 
cap arrangement where the tube and cap are not in the words of the district court, "affixed ... by some tenacious means of physical 
engagement that results in a unitary structure." Safari also relies heavily on the observation that not a single drawing in the written description 
depicts an arrangement of tube and cap in other than tenacious H 1 21] engagement nl Thus, contends Safari, because courts do not 
construe claims beyond what is disclosed in the written description, the written description demands a finding by this court that "operatively 
connected" is limited to tenacious physical engagement. Making the same argument, although in different terms. Safari argues that, acting as 
his own lexicographer, the patentee [**2Cr in this case defined "operatively connected" as requiring tenacious physical engagement. Again, we 
disagree, 

- — Footnotes — 



nt Innova unsuccessfully disputes this as|)ect of the disclosure. 



- End Footnotes — 

1 

The abstract of the written description contains the statement: 'The tube is operatively connected to the cap second surface at the tube second 
open end by sonic welding, a mechanical wnnection, or adhesively." 759 patent. Abstract. While a statement In the Abstract may operate as a 
clear expression of manifest exclusion, for several reasons, this statement does not. Nor does this statement weigh heavily when considering 
whether the applicant has acted as his own lexicographer. To begin, this statement re m the Abstract of the patent. This section ol a patent 
speaks generally to the Invention and, much like the syllabus of an opinion, sets forth general information about the document's content, which 
is described in more detail in the remainder of the document Second, in our view, this statement reflects the applicant's attempt to r*27J 
disclose the broad array of means by which the tube can be connected to the cap. This observation begs a third point Safari, and it seems the 
district court, appear to believe the term "mechanical connection 11 requires tenacious physical engagement, end accordingly, cannot include 
within its scope Safari's product, which suspends the tube of filtering material in the battle mouth by means of an annular flange sealed in place 
by a cap screwed over the mouth of the bottle. We simply do not agree. By a twist of the wrist, the bottle cap is screwed tight, thus 
mechanically locking the Alter to the Hp of the bottle. 

The connection of the filter and cap is addressed in other portions of the written description. The paragraph beginning: "According to the 
present invention . . . ." 759 patent col. 1, . 23, describes the "filter assemblies and containers according to the present invention," id.. It 38- 
39, as having 'the actual filter element being connected to the other components either adhesively, mechanically, or by welding (e,g, sonic 
welding), a cap with which the filter Is associated being adaptable to fit any type of closure mechanism on a conventional plastic bottle . . 
P26j . id.. It 36-44. Although at first glance one might think that the use of the word "associated" creates a requirement that the filter and 
cap be affixed in tenacious physical engggnment, ft does not Without doubt a structural element "associated" with a separate structural 
element can be tenaciously physically engaged. However, there is no requirement that this be so because the word "associated" merely 
reflects that the recited elements be joined n some kind of relationship. Thus, in contrast to. for example, Scimed, this language is less direct, 
dear, and defining than the phrase "[the] sfucture ... is the basic . . . structure for all embodiments. 11 242F.3d gt1344 . 

The kernel of Safari's position is that the embodiment, or embodiments, depicted in the figures end written description show "not merely 
adjoining or abutting, but affixing the tube lc> the cap by some tenacious means of physical engagement that results in a unitary structure." 

Perhaps the most straightforward answer f '1 122J to Safari's argument is that HW13 4the law does not require the court, where an applicant 
describes only a single embodiment to construe the claims as limited to that one embodiment. [**29] See, e.g., Llebel-Flarshefm. 356 F.3d 
896. 9QMI9 . Indeed, such a construction is not encouraged or presumed. Id. From another level of abstraction, of course, the patentee's 
disclosures in this case could be viewed as the disclosure of many embodiments. So viewed, the patentee presented several examples of the 
types of connections between the filter tube and cap useful for the Invention and In all examples depicted the connection as a tenacious 
physical engagement Here, this is a difference without substance. As noted earlier, the specification as a whole reflects the patentee's efforts 
to describe and claim an operative connections. Also, the written description discloses that the operative connection can be "mechanical, ■ a 
feature we conclude is present In the arrangement of the filter tube and cap in Safari's product as presented to this court Finally, and most 
importantly, Safari's argument flies into the *;un that is the plain import of the claim language "operatively connected." We thus decline to apply 
Safari's reasoning. 



According to Safari, the prosecution history is "consistent with" their proposed definition of "operatively connected," and, [**30] based on 
"representations made to secure the 759 patent" "Innova is estopped" from arguing that any other construction Is possible. We conclude that 
the prosecution history does not preclude this construction advanced by Innova and adopted in this opinion. 

Safari first refers to a section 103 rejection made by the examiner to pending claims 1-18. In that rejection, the examiner stated; 
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Regarding the various means of aiachlng the tub© to the cap, such as welding, adhesion, etc., these features are considered to 
be conventional and would have been obvious in the device of [the prior art] to provide alternative conventional attachment 
means. 



We note here, that claim 13 ultimately issued as claim 1. At the time of the rejection however, claim 13 was merely a claim depending from 
then claim 1 and recited a type of filtering material. Claim 1 . from this point In the prosecution history later issued as claim 22. n2 Even so, this 
claim contained the relevant "said tube op3ratively connected to said cap" language, and the cited portion of the examiners rejection is 
properly read as referring to this connecticn. 

Footnotes - 



n2 At this stage in the prosecution, the cla m that would issue as claim 15'in the ;Z^Lpjaten.t was claim 1 9. Although It contained, "said tube ' 
operative!/ connected to said cap." the examiner did not include it in this rejection. 



End Footnotes r~31] 

Responding, the patentee made a number of arguments concerning pending claim 1, of which the district court and appellee make no issue. 
Then, addressing dependent claims 2-18, :he applicant made the statement 



In fact, it is believed that the dependent claims even more dearly and unequivocally cfistinguish from the art For example, no 
place in either [prior art reference] fire the mutually exclusive adhesfve connection of claim 2, welding, (e,g., ultrasonic welding) 
of claim 3, or mechanical connection of claim 5 pointed out In the previous action or seen in the references, let alon® the 
particular O ring connection recited in claim 6, or the particular mechanical connection flanges of claim 17. 



T1123] Although asserting that the °signifi;ance placed on this feature by Innova estops Innova from disclaiming that the filter tube is affixed 
to the cap," Safari falls to explain how this statement demands such a conclusion. After careful consideration of the content of the statement, 
we conclude that it does not clearly and unambiguously disavow mechanical connections where the fitter tube is not tenaciously physically 
engaged to the cap. See Omeoa Enq'q. 33^ F.3d at 1323-24. [°°32] In particular, we note thai dependent claims are typically narrower and, by 
so being, are more JikeJy to dsany distingue the prior ait Generally speaking, this is, in part, their function. In addition, it is of little moment 
that the dependent claims mentioned In the response refer to connections that result in a unitary structure. This is so for at least two reasons. 
First, the language of the response refers tc claims thai specifically claim embodiments in which the filter tube and cap are tenaciously 
physically engaged. By the patentee's selection of language, which the examiner allowed, claims 1 and 15 are not facially limited to such 
embodiments. Second, to accommodate Safari's argument now, we would have to conclude that it would be appropriate to limit an 

era 

independent claim by the additional limitations of claims depending from that claim. Although, In some cases this might be possible, HW2tf/ thhe 
doctrine of claim differentiation formally moans that limitations stated in dependent claims are not to be read into the independent claim from 
which they depend/ Ka jjjn Tech.. Inc. v. Su pical Dynamics. In c., 177 F.3d 96B. g71-72 fFed. Cir. 1999) (stating that ["33] this interpretative 
tool stems from °the common sense notion Inert different words or phrases used in separate claims are presumed to indicate that the claims 
have different meanings and scope"). In sum. the argument that dependent claims, which require tenacious engagement b more dearly . . . 
distinguish from the art* does not mean that claims from which those claims depend are equally limited. 

Next, Safari points to a dialog between the examiner and patentee where the examiner rejected then-pending claim 17 because Tt would have 
been obvious to utilize the flange/projections of {the prior art] . . . to provide an alternative but equivalent connection means." The claim 
addressed by this rejection literally claims a sonnection between the tube and cap that uses a flange extending from the filter tube to engage 
the cap. The applicant responded to the rejection thus: 

For example, [the prior art] shows an axial filter that is sealed at the top and employs a mixture of anion and cation resins, using 

the flange to suspend the filter of ion exchange resins which operate in axial flow mode This is contrary to [other prior art] 

and the claimed invention. 



Safari [^34] contends that this statement di«.avows the use of a flange to suspend the filter tube. Innova contends that this statement was 
greeted to the distinction of radial as opposed to axial filtering. Careful inspection of the prosecution history indicates that Innova has the better 
argument. Beginning with the statement itsel~. we cannot distinguish whether it is referring to the filter or the flange. Examining the following 
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Office Action, we observe that the examine understood Innova's Statement to be referring to the filter The applicants also argue that [the prior 
art] discloses an axial filter however [the prior art] was cilerJ solely for the feature of a conventional flange on the rim of the tubular filter." 
Following this discourse, a telephone inter /iew occurred, after which the examiner allowed the claim, unamended, and $tJJI directed to the use 
of f 1124] a flange to make the tube-cap connection. n3 This series of communications does not reflect the clear and unambiguous disavowal 
of caps and filters connected by mechanical means short of tenacious physical engagement Rather, it reflects first, the examiner and applicant 
talking past one another. K reflects secone, that the applicant [**35] was able to convince the examiner, by off the record communications, to 
retreat from her position. However unfortunate it is that the public and this court are prevented from knowing what arguments caused the 
examiner to abandon her position, the record finally reflects the examiner's acquiescence to the claim language chosen by the applicant This 
is not clear evidence of the patentee's qjse vowal of claim scope. 

Footnotes - - - - 



n3 It issued as claim 14 of the 759 patent . 



End Footnotes 

Safari also points to a rejection entered by the examiner, where the examiner describes a piece of asserted prior art as ''considered to disclose 

a tubular filter attached to a cap as instanll / claimed." It is well settled, however, that MNls b\t is the applicant not the examiner, who must 
give up or disclaim subject matter that wouid otherwise fall wtthln the scope of the claims. 

V 

Innova argues the district court erred by denying the motion to amend the complaint to add the '362 patBnt because there was no delay on 

Innova's part, and no unfair prejudice to p*6] Safari would result from granting the motion. At the outset W/Vl6 ^this Is a nonpatent matter 
where we appfy the law of the circuit in whji* the district court sits. See Cultor Corp. v A.E. Stalay Mfo. Co.. 224 F.3d 1228. 1332-33 {Fed. Oil 
20001. This appeal is from the middle district of Florida, within the eleventh circuit, which reviews the refusal of leave to amend for abuse of 
discretion, ^we's Home Ctrs.. Inc . v. Olin Corp.. 313 F.3d 1307. 1314-15 f11th Cir. 2 002V On this deferential standard of review, we detect no 
abuse of discretion. 



HNZ7$\ n fl, e eleventh circuit the court fretly grants ieave to amend when justice so requires. Carruthers v. BSA Adver.. Inc.. 357 F.3d 1213. 
1217-18 (nth Cir. 2004 ) . However, a motion to amend may be denied on "numerous grounds, such as undue delay, undue prejudice to the 
defendants, and futility of the amendment" Mavnard v. Bd. of Re gents of Div, of Univs, of Fla. Deot of Educ. 342 F.3d 1281 , 1287 (J 1th Cir. 
3p03) (citation and Internal quotation marks omitted). In addition, "it is not an abuse of discretion for a district court to deny a motion for leave to 
amend following \**37] the dose of discovery, past the deadline for amendments, and past the deadline for filing dispositive motions." Lowe's. 
313F.3dat1315. 

A number of these consideration s are present In this case. In particular, Innova sought to amend the complaint approximately six months after 
the *362 patent issued, ten months after dte<;cvery closed, and nine months after the fifing of summary judgment motions. Accordingly, the 
district court did not abuse its discretion whon It denied Innova's motion to amend 

VI 

In conclusion, the correct claim construction does not limit claims 1 and 15 to only embodiments where "said tube fls] operatively connected to 
said cap" by mechanical means that result in tenacious physical engagement Accordingly, the district court erred when it granted Safari's 
motion for summary judgment of no literal infringement based on the fact that in Safari's accused product the filter tube Is "never affixed to the 
cap by some tenacious [*1125] means of physical engagement as required by claims 1 and 15." For the same reasons, the district court erred 
in granting summary judgment of no infringement under the doctrine of equivalents based on its factual conclusion [**38] that "merely adjoining 
or abutting ... is no! the equivalent of affixing the tube to the cap." And, finally, as discussed, we disagree with the district court that the 
applicant in the course of prosecution, syrrt ndered the method employed in the Safari product of using a flange to position the filter element 

On the record before us, however, we cannot be certain that reversing and entering summary judgment in favor of Innova is the proper course 
of action. We leave that decision, in the first instance, to the district court Thus, we vacate the district court's grant of summary judgment of 
noninfringement in favor of Safari and remand for further proceedings in light of the correct daim interpretation. Because we detect no abuse of 
discretion, we affirm the district court's denial of Innova's motion to amend the complaint to add the '362 patent. 

COSTS 

No costs. 

VACATED-IN-PART, AFFIRM EWN-PART, DEMANDED 
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